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INTRODUCTION
  Emerging internet-based technologies have created new issues in copyright law.  Courts increasingly have to address complex questions involving the balance of encouraging innovation while protecting the unique expressions of artistic creators.  Two timely examples involve file-sharing applications and internet search engines.  File-sharing is the practice of making files available for users to download over the Internet.
  A search engine is an application that helps users find and retrieve information stored on the Internet. 
  While file-sharing is a legal technology with many legal uses, most users use the technology to download copyrighted materials including music and movie files.  Despite the users being the ones committing the infringements, under certain circumstances companies creating the file-sharing applications themselves have been held liable under theories of contributory or secondary infringement.  Regarding search engines, these companies often store cached versions of copyrighted web content in their search databases and index files and present this content to users in their search results.  The movie, music, and book industries have engaged in significant litigation to try to curtail infringements of their copyrights by file-sharing and search engine technologies.

This comment will discuss how existing copyright law would likely be applied to two high-profile new technologies, BitTorrent and Google Book Search.  BitTorrent is a new P2P network technology that should not be liable for the copyright infringements of its users based on a theory of contributory infringement for distributing its product or on a theory that it induced its users to commit infringement.  Google Book Search, on the other hand, probably does not constitute a fair use of copyrighted material and therefore should be liable.    
I. TECHNICAL BACKGROUND
A. P2P File-sharing Technologies

1. Introduction to P2P File-Sharing Technologies
File-sharing is the practice of making digital files available for users to download over the Internet. 
  File sharing often uses a peer-to-peer model (P2P) in which files are stored on users’ personal computers. 
  The P2P model provides a number of advantages for sharing files including eliminating the need for server storage space and enabling faster file downloads because the file may be available on many users’ computers. 
 The file sharing network consists of the protocols for how the sharing of files will take place. 
  Typically, users connect to the network using software programs installed on their own machines.  The combination of 1) popular files, 2) ease of copying digital media, 3) high-bandwidth Internet access have made file-sharing over P2P networks explode. 
  

Napster was one of the first major P2P software applications and was available for download for free. 
  Restricting file-sharing to only MP3 music files, Napster relied on centralized servers for storing an index of all the MP3 files shared by users logged into the network. 
  After registering, a user could access and search the index and then download the files directly from one of the other users’ computers. 
  Napster was successfully shut down through legal attacks from the record industry and has since reemerged as a commercial online service. 
    

After the collapse of Napster, other P2P networks and P2P client software applications emerged including Aimster. 
  Aimster leveraged America Online’s instant messaging application (AIM) to allow users to see their friend’s file listings and share files using the AIM network. 
 It consisted of a proprietary software client that could be downloaded for free. 
  Users of Aimster could leverage AOL’s network of users and search for file’s shared over that network. 
  Aimster’s server would search the computers of Aimster users to find the file requested and would instruct the computer to transmit the file to the requester. 
 

Grokster and StreamCast were additional P2P client applications that became popular after the collapse of Napster.  They attempted to avoid liability for direct copyright infringement, in part, by decentralizing their architectures.  Grokster’s client application licensed the FastTrack network technology. 
  StreamCast developed a similar product but relied on the Gnutella network. 
  Therefore, Grokster and StreamCast were new client software applications used to connect to FastTrack and Gnutella’s decentralized P2P networks to enable their users to share files.
   These networks differed from Napster in two primary ways: 1) users could search for any file type (they were not restricted to MP3s like in Napster), and 2) the network was decentralized (no centralized index servers). 
  The decentralized network architecture prevented any single broken link, such as Napster’s index servers, from bringing down the network.
 Grokster removed the need for centralized index servers through its use of supernodes. 
  Whenever a powerful computer with a high speed connection running Grokster connected to the FastTrack network, it automatically became a supernode and acted as a temporary indexing server for other clients on the network. 
  It was believed that the decentralized nature of the network would insulate it from threats of direct copyright infringement.  

Other P2P networks have also emerged.  The eDonkey network emerged supporting the ability for users to begin sharing segments of files before they had been fully downloaded. 
  This speeds up the distribution and sharing of files on the network.
   Moreover, eDonkey applications used to connect to the network often employed rating systems in which users who shared more files were rewarded with priority when downloading. 
  In 2004, the eDonkey network became the most widely used file sharing network on the Internet. 
  


2. BitTorrent – A Next Generation P2P File-Sharing Application
BitTorrent is the name of a P2P technology created by Bram Cohen in 2002.
  BitTorrent has proven to be very adept at sharing large files such as movies, television shows and software applications. 
  Cohen says that he developed BitTorrent because his friends in the “jam band” community needed a better way to legally download entire concerts rapidly. 
  Traditional P2P technologies were too slow and unreliable.  

The name “BitTorrent” refers to the network protocol, the original application used to connect to the network, and the .torrent file type used for sharing files. 
  To share a file using BitTorrent, a file is broken up into smaller fragments. 
  A .torrent file is created that provides information on how to reconstruct these fragments as well as information on how to find the relevant file fragments on the network. 
  Once a fragment of a file has been downloaded, that fragment becomes immediately available to be downloaded by other clients. 
  This architecture helped BitTorrent address one of the common problems with conventional file sharing applications.  Namely, with conventional P2P technology, high demand for a particular file could lead to bottlenecks, particularly for very large files that took a long time to download. 
  It took longer for larger files to spread through the network because each user had to download the entire file before they could share it with others. 
  BitTorrent’s approach of breaking files into process fragments meant that users could share portions of the large files faster, relieving the stress on the original host server. 
  Similarly, while nodes in other file sharing networks share and download large numbers of files making the bandwidth for each file smaller, users of BitTorrent usually concentrate on transferring a single file or a small collection of files that make these transfers faster. 
  

One primary difference between the BitTorrent network and most other P2P networks is that the original client applications could not search the web for .torrent files.  Therefore, to share and download files, a user had to find the .torrent files themselves.
  As a result, websites like Suprnova.org emerged that distributed .torrent files.  While sites like Suprnova did not host the copyrighted files themselves, they provided access to the .torrent files for copyrighted music, movies, software applications and computer games. 
  Sites like Suprnova essentially became cataloguing tools for users to find and download copyrighted digital content and were quickly shut down. 
 The primary legal question is whether BitTorrent itself is liable for the direct infringements of its users based on a theory of contributory or secondary liability.
B. Introduction to Search Engine Technologies
1. The Evolution of Search Engine Technologies
A search engine is an application that helps users find and retrieve information stored on the Internet. 
  Search engines take in search criteria from users, typically in the form of words and phrases, and returns search results that match those criteria. 
  A search engine works by storing content on a large number of web pages and delivering search results to users based on search criteria. 
  Search engines achieve this goal by 1) Crawling, 2) Indexing, and 3) Searching. 
  Search engines send out crawlers, or web spiders, which retrieve pages from the web and follow every link that it finds. 
  The content on each page discovered is then analyzed and indexed based on its content.  Search engines employ these indexes in order to ensure fast response times. 
  This content is stored in the search engine’s index database. 
  Moreover, some search engines “cache” the pages they crawl storing all of the page’s content, or some portion of the content, in the database as well. 
  These cached pages can be made accessible directly from the search engine’s website without hitting the original website. 
  

After a user has entered a query, the search engine looks for these “search criteria” in its index using a variety of different styles of algorithms.  It then displays the resulting web pages and content that best matches the input criteria.  Often these search results include other information about the returned content such as its location, a description, some subset of the content, etc.  The quality of a search engine depends on its speed at returning results and the relevancy of those results to the user. 
  Part of this is a function of the matching algorithm and part of it is based on the amount of information that is indexed. 
  

In 2001, the Google search engine became popular because its PageRank algorithm was very adept at quickly providing search results that were relevant to the user. 
  

2. Google Book Search
Google currently plans to scan the full text of books into its search database as part of its Google Book Search initiative. 
  The initiative is broken down into two key areas: the Print Publisher Program and the Print Library Program. 
  Under the Print Publisher Program, Google obtains authorization from copyright holders to scan the text of copyrighted books into Google’s search engine. 
  When a user enters a query into the Google search engine, the engine scans its indexes and returns the user a set of bibliographic information on books that match the user’s search terms. 
  Included with the search results are a few pages of the book surrounding the text matching the user’s search criteria. 
  Links are made available so that the user can purchase the book from the publisher or other online retailers. 
  The Print Publisher Program does not appear to raise any copyright issues because Google obtains a specific grant to the content directly from the copyright holder. 
  

Under the Print Library Project, however, Google has partnered with libraries from major educational institutions like Harvard, Oxford and Standford to scan the text of the books within those libraries without the permission of the original publishing companies. 
  In exchange for providing the libraries with a digital copy of the materials, Google then indexes a second digital copy for use within its search engines. 
  When a user enters search criteria that match information contained in one of these books they provide results that include a few sentences of surrounding text. 
  Therefore, for books that are still subject to copyright restrictions, Google restricts the information provided to users. 
  Under this program, Google has also instituted an “opt out” policy in which the publisher can provide Google a list of books that it does not want them to scan from the libraries’ archives. 
  Therefore, publishers are given the opportunity to prevent any of their copyrighted materials from being made available through Google’s search technology. 
  The primary legal question is whether Google’s Print Library Project violates copyright or whether it is protected as a fair use of the copyrighted work.  

III. LEGAL BACKGROUND

A. Copyright Law

1. Introduction to Copyright Law

While the term “copyright” does not appear in the United States Constitution, it is a right that Congress is empowered to secure. 
  Article I, Section 8 of the Constitution  gives the United States Congress the power “[t]o promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.” 
  While Congress first exercised this power when it passed the Copyright Act of 1790, copyright law has been updated significantly since then. 
  For example, the basis of modern copyright law in the United States is the Copyright Act of 1976. 
 
Essentially, copyrights are an exclusive set of rights granted by the government to creators of creative or artistic work and subject matter. 
  These rights enable the creators of creative work to regulate how these works are expressed. 
  Among others, these rights include the right to 1) produce copies of the work, 2) display the work publicly, and 3) sell copies of the work. 
  By maintaining these exclusive rights, the copyright holder can prevent others from exercising these rights without their consent. 
  In this way, copyright has been considered a “negative right” because it can be used to prevent people from doing something. 
  Therefore, copyright is a means of protecting intellectual property whether that property takes the form of literature, movies, music, web content or television. 
  Copyright law is primarily geared towards protecting the form of the expression of the material rather than the underlying idea itself. 
  

2. Copyright in an Information Economy

Many people believe that copyright, as it exists today, must change drastically in order to support contemporary advances in technology.  People argue that copyright grants rights for too long (often the author’s life plus fifty years). 
  Moreover, differences in international copyright law are creating problems in the new information economy in which the free flow of digital information easily transcends geographic and sovereignty borders. 
  Restricting the flow of this content into the “public domain” prevents would be creators from building on existing content and published works. 
  

The primary issue is that copyrighted works (books, movies, television shows, music, etc.) are easily copied into digital form and available through file sharing and search technologies over the internet. 
  Copyrights are often transferred from the original creators to record companies and media conglomerates whose marketing and production resources increase the potential audience for the works. 
  In exchange, the creators of creative work receive royalties or other compensation.  These large record companies and media conglomerates have become massive organizational structures whose assets often include the collection of a large number of copyrights. 
 The worry of these large media conglomerates is that the Internet has facilitated the widespread sharing of files and content creating significant losses in their industries.  Others argue that copyright as a means of feeding large corporate entities is unnecessary and unjustified given that the creators of copyrighted material continue to produce new works. 
  According to Pew/Internet research, artists are “not deeply concerned” about the file-sharing that happens online. 
  They want control over their creations, but most do not say internet piracy is a big threat. 
  Only 28% of artists consider file-sharing to be a major threat. 
  Two thirds said that file-sharing poses a minor threat or no threat at all. 
  83% have provided free samples of their work online and significant numbers say that free downloading has helped them sell CDs and increase the crowds at concerts. 
  

Therefore, in the digital age copyright holders are finding it harder and harder to maintain their monopolistic control of content as millions of internet users find new, creative ways to share and distribute content.  Given the difficulty of suing each individual Internet user who uses file sharing and search technology to breach copyright laws, copyright holders have started suing the distributors of such technology under theories of secondary liability for facilitating and inducing their users to commit infringement.

In this way, innovative technology companies are being dragged into court with the threat of possibly having to pay large amounts of damages if they are found liable for the individual infringements of each of their respective users.  Given the distributed nature of many of these tools, knowledge of the infringement of individuals is sometimes hard or impossible to monitor.  

3. Exceptions to Copyright

Copyright laws in the United States do not attempt to prohibit all use or copying of copyrighted materials. 
  Rather, the Copyright Act of 1976 created a “fair use” doctrine that allows some types of uses of copyrighted material. 
  The fair use doctrine has been used to describe situations in which copyrighted material may be legally used without the authorization or permission of the copyright holder. 
  Section 107 of the Copyright Act states that fair use of a copyrighted work includes the creation of copies in order to criticize it or comment on it or for the purposes of “news reporting, teaching, scholarship, or research.” 
  The factors considered in determining whether a work constitutes fair use includes 1) the purpose and character of the use, including whether the use is of a commercial nature or is for nonprofit educational purposes, 2) the nature of the copyrighted work, 3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole, and 4) the effect of the use upon the potential market for or value of the copyrighted work. 
  Therefore, while the fair use doctrine does not list specific permissible uses for each type of work, the Act provides a framework by which courts can carve out fair use exceptions.  Courts have used the fair use doctrine to carve out exceptions to copyright infringement in a few file-sharing and online search situations.

B. File-Sharing Legal Background

1. Introduction to File-sharing Case Law

When adjudicating P2P technologies’ potential liability for contributory copyright infringement, courts have had to address a difficult balance.  First, they must promote the interests of creativity by upholding a copyright owner’s ability to protect its content.  Second, they must promote technological innovation by limiting a new technology’s potential liability for infringing copyrights.  This comment will discuss how courts have attempted to balance these competing concerns.  

2. Sony Corp. of Am. v. Universal City Studios, Inc.

In Sony, Universal Studios sued Sony as the manufacturer of Betamax VCRs. 
  Universal Studios was concerned that VCRs could be used to tape their copyrighted television shows and allowed users to build up libraries of copyrighted material without paying the copyright holders. 
 Universal Studios claimed Sony was liable for contributory infringement because Sony provided this tool that was capable of direct copyright infringement. 
  Universal Studios sought an injunction that would prevent Sony from selling its VCR technology. 
  They claimed that the distribution of the VCR combined with the constructive knowledge that the purchasers of the VCR would use the tool to infringe was enough to make Sony contributorily liable for their infringement. 
  

In a 5-4 decision, the Supreme Court applied the “staple article of commerce” doctrine from patent law as a paradigm for contributory copyright infringement. 
  This doctrine required the plaintiff to show 1) direct infringement by the owners of the VCRs, 2) that Sony knew of the direct infringement, and 3) that Sony materially contributed to the infringement. 
  Regarding the second element, the Court held that the distribution of VCRs “does not constitute contributory infringement if the product is widely used for legitimate, unobjectionable purposes.” 
  Rather, it need merely be capable of “substantial non-infringing uses.” 
  Therefore, it found that the direct knowledge element could not be met simply through the distribution of a product capable of infringement if the products were also capable of substantial non-infringing uses. 
  To further justify its decision, the Court noted that many of the copyright holders of licensed broadcasts on free television would not object to having VCR owners record the shows for later viewing. 
  Going through the analysis of the fair use doctrine in the United States Copyright Act the Supreme Court held that this “time shifting” constituted a “fair use” of the copyrighted material. 
  The Court said that holding Sony liable for contributory infringement would “inevitably frustrate the interests of broadcasters in reaching the portion of their audience that is available only through time-shifting.” 
 Therefore, it held that since Sony’s VCRs were capable of substantial non-infringing uses, the mere distribution of the VCRs did not constitute copyright infringement. 
  

However, the decision in Sony left open for interpretation what was required to satisfy the element of direct knowledge of infringement.  The question of whether mere distribution of a product would ever satisfy this element was left open.  In A&M Records, Inc. v. Napster, Inc. and In re: Aimster Copyright Litigation, two circuit courts found different P2P technologies liable for contributory infringement.  However, they defined the standard for determining liability in very different ways.  


3. A&M Records, Inc. v. Napster, Inc.

In Napster, A&M Records sued the creators of Napster for vicarious liability and contributory copyright infringement for creating and distributing its P2P software. 
  Napster argued that it was protected from liability for contributory infringement based on the Sony decision. 
  In particular, it argued that the software was capable of substantial non-infringing use and that its users’ downloading of copyrighted material constituted “fair use” similar to the “time shifting” defense employed in Sony. 
  Napster argued that there were a number of “fair uses” of their software including 1) sampling, in which users made temporary copies of a song before purchasing, 2) space shifting, in which users accessed a song digitally that they already owned on CD, and 3) the permissive distribution of songs authorized by the artists
.  The issue presented to the Ninth Circuit was whether Napster was liable for contributory infringement and, if so, whether it had a valid defense of fair use.  

The Ninth Circuit started by confirming that Napster users downloading copyrighted music files were direct copyright infringers. 
  Regarding Napster’s potential liability under a theory of contributory infringement, the court applied the “staple article of commerce” doctrine created in Sony. 
  The court was forced to analyze the direct knowledge element left ambiguous in Sony.  The court held that to find that Napster had direct knowledge of copyright infringement A&M Records had to show that Napster 1) had reasonable knowledge of specific infringing conduct, and 2) failed to act to prevent the distribution of infringing works. 
  The court found that Napster had contributed to the infringement of copyrights owned by the plaintiffs because it knew of specific incidents of infringement and it failed to filter its index servers to remove references to copyrighted material. 
  Distinguishing Sony, the court said that while VCR manufacturers had no control over how people used the technology after they were purchased, Napster could control the infringing behavior after the software client had been installed by monitoring their index servers. 
  The court discussed Napster’s centralized software design, with its index servers of available MP3 files, and said that this provided the “site and facilities” for infringement. 
  

Moreover, the court found that Napster did not have an adequate fair use defense to the claim of contributory copyright infringement. 
  It held that sampling did not constitute a fair use because the “sample” was actually a complete copy of a copyrighted work and would not encourage a future purchase. 
  Additionally, the court found that the space-shifting argument was not fair use because in addition to obtaining the songs in digital format, the software also made these files available to be shared with the rest of the Napster network. 
  

Given that Napster’s architecture played a significant role in the court’s decision, it was unclear whether P2P technology might escape liability under a theory of contributory infringement by implementing a decentralized architecture.  


4. In re: Aimster Copyright Litigation
Two years after Napster, the Seventh Circuit adopted a narrower view of the protection Sony provides than the Ninth Circuit.  Once again, the court was presented with the issue of what was necessary for determining whether there was direct knowledge of infringement as required by the second element of the “staple article of commerce doctrine.” 
  Posner held that a balancing test should be deployed that compares the likelihood of non-infringing uses with the potential extent of illegitimate uses. 
  Posner said that the Court in Sony recognized that VCRs were used for both infringing and non-infringing uses, and that it struck a cost/benefit tradeoff in favor of Sony. 
  In holding that Aimster was liable for contributory infringement, it rejected Aimster’s argument that it was protected because an encryption feature prevented Aimster from knowing what songs were copied by the users of the system. 
  The court held that “willful blindness” can be a basis for finding the knowledge of direct infringement for the purposes of contributory infringement particularly because Aimster encrypted the files solely so that it might be protected by the Sony rule rather than as a means of providing some real benefit to its users. 

In discussing his balancing test in this case, the Seventh Circuit gave weight to the fact that Aimster’s tutorial only provided examples of how to share and download copyrighted files. 
  The court found that this invitation to infringement was exactly what the Supreme Court found missing in Sony. 
  Additionally, the court said that Aimster failed to produce any evidence that its software had ever been used for a noninfringing use or the frequency of such uses. 
  The court said that even if Aimster had shown that its software was used for noninfringing uses, it would also have to show that it would have been disproportionately costly to eliminate or substantially reduce the infringing uses. 
  Therefore, since Aimster willfully blinded itself to direct infringement taking place using its software and failed to take any steps to eliminate infringing uses, the Seventh Circuit found it liable for contributory infringement.  


5. MGM v. Grokster



i. Procedural History

In Grokster, the music and motion picture industries brought an action seeking an injunction against two distributors of P2P software, Grokster and StreamCast (hereafter “Grokster”), under a theory of contributory infringement.  This was the first time the Ninth Circuit was presented with a P2P copyright case involving technologies with decentralized architectures, different from Napster’s centralized index server approach. 
  The District Court granted summary judgment in favor of Grokster, holding that it was not liable for copyright infringement. 
  In upholding summary judgment, the Ninth Circuit followed its analysis in Napster and applied its interpretation of the Sony doctrine to the knowledge requirement of contributory infringement. 
  It therefore applied the tests from Sony and Napster and found that since Grokster was capable of substantial, commercially viable noninfringing uses, MGM had the burden of showing that the Grokster had reasonable direct knowledge of specific infringing conduct. 
  The court held that, given the decentralized nature of Grokster’s product, the prosecution failed to show that Grokster had this direct knowledge. 
  Therefore, the court held that Grokster was simply a distributor of software and that they did not materially contribute to the copyright infringement of their users. 
  Having a decentralized technical architecture seemed to be the key for the software distributors to be able to escape liability.  In addition to eliminating Grokster’s knowledge of direct infringement, it also prevented Grokster from having the ability to supervise or monitor how their end users were using the tool. 
  



ii. Supreme Court – Majority Opinion

When Grokster reached the Supreme Court, many believed the Court would use the case to decide the appropriate test for determining whether the knowledge element of the staple article of commerce doctrine requiring knowledge of direct infringement.  The Ninth circuit’s more technology friendly approach stated that a distributor of software would only be held liable for contributory infringement if it had reasonable knowledge of specific infringement and that this knowledge does not exist with a decentralized P2P architecture.  On the other hand, the Seventh Circuit’s more copyright holder friendly balancing test gave the court more discretion in weighing the pros and cons of the technology against the detriment of the copyright infringement.  Which approach would the Supreme Court adopt?  


Rather than answering this question, the majority opinion of the Supreme Court avoided the question altogether and decided the case by using another principle of patent law – the inducement theory. 
  Under the inducement theory, the Court held that a software distributor that promotes the use of its tool to infringe copyright “as shown by clear expression or other affirmative steps taken to foster infringement” is liable for the resulting infringement of their users. 
  Therefore, the Court held that the Ninth Circuit’s granting of summary judgment was inappropriate because they did not address whether Grokster took affirmative steps to induce its users to commit copyright infringement.  The Court laid out the test under the inducement theory stating that a company is liable for contributory infringement if they 1) intend to bring about infringement, 2) by distributing a device suitable for infringing use, and 3) actual infringement occurred. 
  The Court reconciled this new rule with the protection Sony provided under the staple article of commerce doctrine by saying that Sony dealt with the narrower issue of whether there is “a claim of liability based solely on distributing a product with alternative lawful and unlawful uses, with knowledge that some users would follow the unlawful course.” 
  Rather, in Grokster the Court was addressing whether there is a claim when there is actual intent and affirmative steps taken to encourage copyright infringement.  

The majority opinion rejected the Ninth Circuit’s interpretation of Sony that “whenever a product is capable of substantial lawful use, the producer can never be held contributorily liable for third parties’ infringing use…even when actual purpose to cause infringing use is shown…unless the distributors had specific knowledge of infringement at a time at which they contributed to the infringement, and failed to act upon it.” 
  Rather, the Court held that the rule in Sony does not require courts to ignore evidence of the distributor’s intent. 
  The majority opinion then applied this new inducement test to the facts in Grokster.  Given that Grokster clearly distributed its product and that there was fairly substantial evidence that users used the software to commit actual infringement, the only element of the inducement rule the Court addressed at length was whether Grokster took affirmative steps to encourage its users to commit copyright infringement.  The Court noted a number of areas that suggested that Grokster had induced infringement including 1) advertising and instructing how to infringe, 2) targeting former Napster users known to infringe, 3) failing to take steps to prevent infringement, 4) profiting from infringement, and 5) simply distributing a tool capable of infringement. 
  Regarding advertising, the Court said that advertising an infringing use or instructing how to engage in an infringing use can show an affirmative intent that the product be used to infringe and can expose the software distributor to liability. 
  The Court held that Grokster was not merely a passive recipient of information about infringing use. 
  Rather, the Court found that Grokster wanted recipients to use it to download copyrighted works, and took active steps to encourage infringement. 
  The Court noted that Grokster distributed an electronic newsletter containing links to articles promoting its software’s ability to access popular copyrighted music. 

The Court also discussed Grokster’s similarity to Napster, a tool used for infringement. 
  Internal e-mails said they wanted to be positioned to capture the flood of Napster’s users that would be “actively looking for an alternative.” 
  Furthermore, the CTO of Streamcast even said one of their goals was to “get in trouble with the law and get sued.” 
  The Court even said the similarity of their product names was evidence of their intent to profit off of their users’ infringement. 
  Regarding preventing infringement, the court noted that Grokster had made no attempt to use filtering technology to help discourage copyright infringement. 
  According to the Court, this evidence underscored Grokster’s intentions to have their users commit copyright infringement. 
  And finally, the Court noted that Grokster’s revenue stream was generated by advertising. 
  Therefore, given that a large number of Grokster users were using the tool to commit copyright infringement, the Court found that Grokster was profiting based on its users infringement. 
  It had translated demand for copyrighted materials into dollars. 

Based on all this evidence the Court held that Grokster’s unlawful objective was “unmistakable.” 
  By contrast, Sony did not try to profit from unlawful taping, it did not intend for its users to unlawfully tape shows, and Sony did not take affirmative steps to encourage its users to use VCRs to infringe copyrights. 
  

The copyright holders wished that the Court had held that P2P technologies were all tools of infringement that had not reached the necessary level of substantial non-infringing uses required under Sony.  Grokster, on the other hand, wanted the Court to uphold the Ninth Circuit’s decision that by nature of the decentralized architecture it had successfully avoided having the requisite knowledge of infringing activity required for contributory liability.  By deciding the case using an intent-based inducement theory of contributory infringement, the majority opinion avoided this question of when a technology fails to exhibit sufficient potential for lawful uses and therefore imputes on the distributor the direct knowledge of infringement required under the staple article of commerce doctrine.  Therefore, the message from the majority seems to be that under the inducement theory you must show by the defendant’s own actions and statements that his unlawful purpose disqualifies him from claiming the protection under Sony.  That is, clear evidence of intentional inducement trumps, even in situations where the technology may have substantial non-infringing uses.  However, the majority declined to address the conflict about when knowledge of infringement may be imputed to a P2P software distributor saying that it would “leave further consideration of the Sony rule for a day when that may be required.” 
  While all nine justices signed on to the majority opinion, Ginsburg and Breyer both wrote separate concurrences in which they both touched on this issue.  In his concurrence, Ginsburg effectively argued for the Seventh Circuit’s approach to determining the knowledge component that would require the court’s to employ a balancing test and would give them more discretion to protect copyright holders. 
  In his concurrence, Breyer basically attacked Ginsburg’s opinion as not doing enough to protect technological innovation.  He argued for something closer to the Ninth Circuit’s narrower test. 
  



iii. Supreme Court – Ginsburg’s Concurrence

In Ginsburg’s concurrence, she argued that the inducement theory could lead to liability and therefore was an additional tool to protect copyright holders. 
  However, the primary purpose of the concurrence was to say that the Ninth Circuit erred in granting summary judgment to the claim of contributory copyright infringement based on product distribution alone. 
  In addition to addressing whether Grokster was liable under the new inducement theory, Ginsburg believed the court should reconsider whether summary judgment was appropriate for contributory infringement under the traditional test of substantial non-infringing uses under Sony. 
  Under Ginsburg’s approach, liability could be predicated on inducing infringement or simply by distributing a product used to infringe copyrights if the product is not capable of substantial, commercially significant non-infringing uses. 
  She argued that Grokster had not made a sufficient showing of substantial non-infringing use to qualify for summary judgment, saying that there was only “anecdotal evidence” of the P2P technologies being used for non-infringing uses. 
  Therefore, Ginsburg argued for a balancing test more in line with Posner’s recommended balancing test in the Seventh Circuit’s Aimster decision.  Ginsburg stated that determining whether there were “substantial” non-infringing uses could only be done by comparing the number or percentage of infringing use to the non-infringing uses. 
  



iv. Supreme Court – Breyer’s Concurrence

Breyer’s concurrence, on the other hand, while agreeing with the majority about the potential liability under the inducement theory, disagreed vehemently with Ginsburg’s concurrence saying that the court should reconsider granting summary judgment for contributory infringement under the rule in Sony. 
  Therefore, Breyer thought the Ninth Circuit got it right when it granted summary judgment on the issue of whether Grokster’s product was capable of substantial non-infringing uses.  Breyer saw the deeper issue in this case being whether the Court should modify the Sony standard to broaden the scope of contributory copyright infringement claims as Ginsburg suggests. 
  Breyer argued that MGM failed to demonstrate the need to modify Sony and that modifying Sony would impose significant additional risks on technological innovation.
  

Breyer argued that Grokster passes the Sony test because it is “capable of” substantial non-infringing uses. 
  Examples of these non-infringing uses included sharing 1) authorized copies of music from artists like Wilco, Pearl Jam, Dave Matthews, and John Mayer, 2) free electronic books and other works from online publishers, 3) public domain and authorized software such as Winzip, and 4) licensed music videos and television and movies that are distributed via digital video packaging with the permission of the copyright holder. 
  Breyer said it was important that Sony asked whether the product was “capable of” substantial non-infringing uses. 
  The language, he argued, suggested that a court could look at the reasonable prospect of expanded legitimate users over time. 
  Therefore, the tool does not even require substantial non-infringing uses in the short term if it appears that there is a reasonable prospect for there to be substantial non-infringing uses in the future. 
  Therefore, Breyer argued that as more and more non-copyrighted material becomes available in digital form, it is reasonable to assume that lawful P2P sharing will become more prevalent. 
  

He argued that these non-infringing uses would be likely to increase for sharing things like 1) general research information, 2) public domain films, 3) historical recordings and digital education materials, 4) personal photos, 5) licensed movies and music files, and 6) news broadcasts. 
  For Breyer, determining whether to modify the rule from Sony, as he understands it, requires assessing whether the modification would weaken the protection of technology so much as to outweigh the new copyright-related benefits. 
  He argued that the rule in Sony was very clear and that it rightly recognized that the goal is not to discourage or control the emergence of new technologies, particularly ones like P2P technology that help disseminate information and ideas more efficiently and broadly. 
  He argued that the “capable of” language in Sony is forward looking and doesn’t confine the analysis of liability to a static interpretation of the product’s existing uses. 
  Therefore, it protects technologies that may have undeveloped future markets. 
  

Moreover, he believes the Sony rule is good because it recognizes that judges don’t have specialized technical ability to answer questions about the feasibility or commercial viability of different products. 
  He used the example of filtering technology which Grokster argued would be very difficult and inefficient to create and implement and which MGM claimed would be very easy to do. 
  Under Sony, Breyer believes the judge wouldn’t necessarily have to decide these types of technical questions. 
  Moreover, Breyer argues that using a balancing test like the one proposed in Ginsberg’s concurrence would significantly weaken the law’s ability to protect new technology. 
  To employ Ginsberg’s balancing test, defendants would potentially have to provide detailed evidence of their business plans, profitability estimates, projected feature development cycles and more in order to prove that the benefits of eventual potential lawful uses of the technology outweigh any short term issues of copyright infringement. 
  Inventors and entrepreneurs would be subject to potential lawsuits and extensive trials whenever they create and distribute any sort of technology that could be used to infringe copyrights. 
  These inventors would have no way to predict how the courts would weigh the values of infringing versus non-infringing uses. 
  This risk and uncertainty, according to Breyer, would slow down the development of new technologies.
  

Finally, Breyer argued that in order to decide to modify the Sony rule to better protect copyright holders from the infringements taking place in P2P networks, MGM had to show that the benefits to better protection of copyrights clearly outweighed this weakening of technological innovation. 
  Breyer found that the evidence did not make out a very strong case for changing the rule in Sony. 
  He argued that it was unclear how much revenue to the copyright holders had decreased as a result of the infringement. 
  Furthermore, he argued that part of the role of copyright protection is to ensure that there are adequate incentives to produce creative works and that there was good reason to believe that any decrease in production of creative works under the Sony rule was not substantial. 
  In particular, revenue flowing to musical artists from performances and other sources would remain stable even if the entire CD market was replaced by P2P distribution. 
  He went so far as to say that it would be “silly” to think that music, “a cultural form without which no human society has existed”, will go away because of P2P technology. 
  In fact, Breyer quoted surveys saying that 70% of musicians thought that P2P technology was a minor threat to no threat at all to creative industries. 
  

Moreover, Breyer argued that copyright holders had other avenues they could pursue to reduce infringement of their works. 
 For example, they could go after the direct infringers of the copyrights. 
  Breyer quoted statistics showing that when copyright holders pursued these types of lawsuits they had a significant deterring effect.
  Moreover, the copyright holders could be proactive in developing new technology that would help reduce unlawful infringement. 
  For example, new technologies like “digital watermarking” and “digital fingerprinting” could be used to encode information into files that could help prevent their misuse. 
  Additionally, Breyer quoted evidence that people were willing to pay for P2P style services that sold music over the internet. 
  He argued that many consumers that initially appreciated the convenience of a service like Grokster are now migrating to lawful services in which the cost is worth the benefit of additional convenience and flexibility without the risks of engaging in unlawful infringement. 
  And finally, Breyer argued that courts are less well suited than Congress to attempting to balance the competing interest that inevitably arise with new, emerging technologies. 
   

C. Search Engine Legal Background


1. Introduction to Legal History 

After search engines began to be used prevalently to organize and help find the world’s digital information, legal disputes soon followed. 
  Many lawsuits had to do with trademark issues. 
  For example, search engines were dragged to court by companies that were frustrated that the search engine sold advertising rights to one of their competitors based on search criteria that included that company’s trademarks. 
   Moreover, search engine caching and the indexing of copyrighted web content have led to the question of what constitutes fair reuse of copyrighted web content.  

2. Kelly v. Arriba Soft Corp.
After Napster, the Ninth Circuit was forced to address a different type of fair use.  In this case, Kelly was a photographer who made his copyrighted pictures available over the Internet. 
  Arriba Soft took Kelly’s pictures and made thumbnails, small low quality versions of digital pictures, which they made available through their search engine. 
  Arriba’s database did not store the full picture but only the thumbnail. 
  Clicking on the thumbnail would take the user directly to Kelly’s website, in an Arriba Soft web frame, where the full picture was made available. 
  Kelly sued Arriba for direct copyright infringement. 
  The lower court found that Arriba Soft violated the copyrights and did not have a valid fair use defense for providing the thumbnails from within their search engine. 
  

On appeal, the Ninth Circuit reversed holding that the thumbnails did constitute fair use. 
  Therefore, Arriba Soft was allowed to display copies of images (acceptable resolution was not decided) in their search results.  In analyzing the fair use doctrine, the Ninth Circuit used Section 107 of the United States Copyright Act as its guide. 
  Regarding “purpose and character of the use,” the court held that the use was commercial, but not of the same character as the original work. 
  The images were not being sold and weighed in Arriba’s favor because there was “public benefit” to the search engine. 
  Regarding the “nature of the copyrighted work,” the court held that the nature of pictures as published creative work was a factor that worked slightly in favor of Kelly.
  Regarding the “amount and substantiality” of the portion of the work used, the court said that it was necessary for Arriba to copy the entire image in order to allow their users to determine whether they wanted to pursue the link and obtain more information.
  Therefore, this factor did not weigh heavily in either parties favor. 
  Regarding the “effect of the use upon the potential market for or value of the copyrighted work” the Ninth Circuit found that the transformation of the images for use in the search engine would not have an adverse effect on Kelly’s market for his images. 
  Rather, it found that the thumbnails would guide larger number of users to Kelly’s work rather than away from it. 
  The thumbnails themselves would not detract from this market because the size and quality would make them unattractive as a substitute for the original images.
  

Concluding that two of the fair use factors weighed heavily in Arriba’s favor and only one weakly favored Kelly’s position, the Ninth Circuit carved out a fair use exception for using thumbnails of copyrighted images in search engine databases. 

IV. ANALYSIS

A. An Assessment of BitTorrent’s Potential Liability
1. BitTorrent’s Potential Liability Under an Inducement Theory

In Grokster, the Court laid out the test under the inducement theory stating that a company is liable for contributory infringement if they 1) intend to bring about infringement, 2) by distributing a device suitable for infringing use, and 3) actual infringement occurred.  Given what some have called the "Miss Manners" rule, it seems that to avoid liability under an inducement theory companies must simply avoid marketing their products as ones capable of direct copyright infringement.  Companies will begin setting up processes to ensure their internal communications and externally facing documentation could not be interpreted as having wrongful intent in distributing their product.  Therefore, this rule makes it increasingly difficult to tell the difference between companies that truly don't want infringement to take place and those that do want it, but are able to sufficiently hide their intentions.  So how will BitTorrent fair under this new rule of secondary liability?  BitTorrent should be protected.  As discussed in the Technical Background, BitTorrent is a P2P technology that is very good at sharing large files.  One study claims that in 2005 over 35% of all Internet traffic was taking place over the BitTorrent network.  

BitTorrent is different from Napster, Aimster and Grokster partially because BitTorrent refers to both 1) the communication protocol and 2) a default application employing the protocol to share files.  It is clear that the the BitTorrent company should not be liable, under any theory, for the mere creation of a new communication protocol.  However, the question is whether they would be liable under an inducement theory for the distribution of a P2P file-sharing application that employs that protocol.  While there is no doubt that BitTorrent is an application that is suitable for infringing copyrights and that actual infringement on the part of its users occurs, a court should not find that they have the requisite intent needed to establish secondary liability under the inducement theory.  

BitTorrent's original customer was etree, a community of pepole who distribute live concert recordings for free online, with the permission of the bands. Bram Cohen, BitTorrent's founder has said that he developed BitTorrent based on the needs of his friends to legally share and download these types of shows.  Additionally, there have been other significant commercial uses of the technology.  The protocol has been used to distribute patches for Blizzard Entertainment's World of Warcraft game and many software companies use it to distribute builds among their technology teams.  In Grokster, the companies distributing file-sharing applications were found liable under an inducement theory because they 1) specifically sought to capture Napster's market of known copyright infringers, 2) they actively induced their users to infringe through their instruction manuals and customer support networks, 3) failed to filter out copyrighted materials, and 4) profited from the infringement through advertising revenue.  First, BitTorrent has not tried to capture a pre-existing group of copyright infringers from a different technology.  Rather, from the very beginning Bram Cohen has made it clear that his intent is to serve a legitimate market of providing tools for legally sharing and downloading concerts.  Second, BitTorrent does not seem to induce infringement through their documentation.  Their FAQ section specifically outlines their goals and purpose.  Even a very early version of the BitTorrent Frequently Asked Question (FAQ) list said that BitTorrent was developed for legal trading of these types of shows.  Moreover, when the company was testing the initial versions of the technology, they used freely available, non-copyrighted video content.  By contrast, the examples in Grokster's documentation all involved infringing content.  
Bram Cohen did write, in his Technological Activist's Agenda, that he "build[s] systems to disseminate information, commit digital piracy", etc.  However, while this statement was available from the BitTorrent website for about two years from July 2001-July 2003, a lawsuit under active inducement should not read much into this statement.  Sony also created a system that could be used to disseminate information and commit digital piracy.  Simply saying that the system can be used to commit digital piracy is not the same thing as actively inducing others to use the product in this way.  Third, while BitTorrent does not provide tools for filtering out copyrighted material, this should not weigh heavily against BitTorrent.  Courts and judges are not in the best position to judge the quality and efficiency of a particular product design.  They are not well-positioned to be making cost-benefit analyses of different feature sets or product designs.  Therefore, while the Grokster court did mention this as evidence of Grokster's intent, the court's are likely to limit the impact of these types of product design questions on their decisions of finding intent.  Fourth, while Grokster and Streamcast were profiting from infringement through translating demand for copyrighted materials into advertising dollars, BitTorrent is entirely free and does not include advertising in its default client application.  That being said, BitTorrent recently added a search engine to their website that does include paid advertisements.  This will probably be the biggest hurdle for BitTorrent to overcome in proving they were not inducing or encouraging infringement.  In the same way the Court found that Grokster was converting demand for copyright infringement into advertising dollars, a court could similarly find that BitTorrent's new advertising based search capabilities serve the same purpose.  Moreover, BitTorrent's recent move to a decentralized, trackerless technology design may make it more difficult to escape liability.  While the court never specifically faulted Grokster for developing a decentralized technology in an attempt to escape liability, a court could find that movement in this direction was evidence of intent to have its users infringe.  In the same way Grokster tried to avoid liability with its decentralized use of Supernodes to avoid centralized index files there is an argument that BitTorrent's move to trackerless torrents could be seen as evidence of intent to have its users infringe.  

However, the overwhelming evidence is that BitTorrent has not "shown by clear expression or other affirmative steps" that they intend for their users to infringe copyright.  The consistency by which BitTorrent's owner, Bram Cohen, has stated BitTorrent's legal purpose and target markets and the lack of documentation or tools for helping users use the technology to commit infringement should be enough to protect BitTorrent from liability under an inducement theory.  Nevertheless, the new inducement theory creates less predictability for developers and technology companies.  It increases the cost of the entire legal process by making discovery more expensive as it requires more investigation to discover and identify a product company's true intent.    

2. BitTorrent’s Potential Liability Under Contributory Copyright Infringement

While both Napster and Aimster were found liable for contributory copyright infringement, the circuit courts had two different tests that emerged to determine whether the defendant had the requisite knowledge required by the second element of the "staple article of commerce" doctrine adopted from patent law in Sony.  In the Ninth Circuit, drawing heavily on Napster's centralized architecture the bright line test required the prosecution to show that 1) the defendant had reasonable knowledge of specific infringing conduct, and 2) the defendant failed to act to prevent the distribution of infringing works.  In the Seventh Circuit, the court would apply Posner's balancing test that would weigh the evidence including 1) percentage of noninfringing to infringing use, 2) whether the defendant "invited" infringement (e.g. in its documentation and tutorials), and 3) whether defendant took steps to eliminate infringing uses.  While the Supreme Court did not address this issue directly in Grokster, Ginsberg and Breyer’s two concurring opinions discussed very different views on whether a technology company could be liable based solely on the distribution of a product capable of infringing use.  Breyer’s rule is better at promoting technological innovation and protecting the interests of future, undeveloped markets that could benefit from emerging technologies.  
i. Liability under Ginsberg’s Balancing Test
Under Ginsburg, BitTorrent would have a harder time escaping liability.  Ginsberg more closely followed the Seventh Circuit balancing test saying that  a technology company can be liable for contributory infringement based on distributing a product capable of infringement alone.  A company that distributes a product that is not capable of substantial, commercially significant, non-infringing uses would be liable for the copyright infringement of their users.  Therefore, BitTorrent would have to show that its technology had substantial, non-infringing use that were not simply the "anecdotal" evidence she saw in Grokster.  She recommends the balancing test of looking at the percentage of infringing and non-infringing uses in order to determine whether they are "substantial."  Therefore, this test would essentially make the test for secondary liability based on contributory copyright infringement a predominant use test.  If the software is predominantly used for infringing uses, it is liable for contributory infringement.  If the software is predominanly used for non-infringing uses, it escapes liability.  BitTorrent would probably fail this test because currently, a large portion of its users use the technology to download copyrighted movies and television shows.  It would be more difficult for Ginsberg to simply dismiss the evidence of non-infringing BitTorrent uses as being "anecdotal."  For instance, unlike Grokster, BitTorrent was created with a lawful, non-infringing use in mind - sharing and downloading concerts with the permission of the bands.  Moreover, there are a number of examples of commercial uses of BitTorrent to distribute patches for video games and software, as well as a tool for distributing large applications like Linux or other operating systems.  Nevertheless, when comparing strict percentages the infringing use very likely dwarfs the non-infringing use.  

This is troubling given the vast potential for the technology.  Some people consider BitTorrent to be the world's largest TiVo.  They believe it is a technology that will revolutionalize the distribution and production of content as more content providers model their creative works for online audiences.  One example was a graduate computer science student who enjoyed Outfoxed, a documentary that criticized Fox News.  The student convinced the film's producer to allow him to host the file online as a .torrent file.  1,500 people downloaded it in the first two months, effectively turning this computer science student into what he called "a movie producer."  "If I had my own content, I'd be a TV station."  A similar example was when Jon Stewart, host of The Daily Show, appeared on CNN's Crossfire and verbally insulted the hosts calling them political puppets.  The content was made available as a .torrent and within a single day 4.000 servers were swapping the clip.  Over two million people streamed it from a website over the next few weeks while only ~850,000 people saw the live broadcast.  More and more people will begin watching TV and film content online.  However, for these changes to take place the technology facilitating these revolutions must be protected.  

If the correct interpretation of Ginsberg's balancing test is not simply a predominant use test, but rather requires the more careful balancing of potential future markets, development plans to reduce infringement, etc., the test is still inefficient.  Under this understanding of Ginsberg's approach balancing test, BitTorrent would have to provide detailed evidence of its business plans, future market opportunities, projected feature development cycles and potential revenue streams in order to provide the court with the information needed to perform the balancing test.  It must show convincingly that the evidence of its commercial uses are more than the examples Ginsberg considered "anecdotal" in Grokster.  While this will provide BitTorrent more leeway in proving its potential value than under a strict predominant use test, the Court would still be likely to find BitTorrent liable for contributory infringement.  

ii. Under Breyer’s “Capable of” Substantial Non-Infringing Uses Approach

BitTorrent would almost certainly be excused under Justice Breyer's approach.  Under Breyer's understanding of Sony, granting Grokster summary judgment based on a theory of contributory infringement for distribution of a product capable of infringing use was appropriate.  He argued that Sony passed this test because Grokster was "capable of" substantial, non-infringing uses and that this was not a balancing test as Ginsberg would like.  He argued that the ability to use Grokster to share authorized music, free electronic books, and licensed video files were all evidence of non-infringing uses that could reasonably be expected to expand over time.  This same argument holds true for BitTorrent.  Therefore, under Breyer's rule BitTorrent would be free from liability under contributory infringement because as more and more non-copyrighted or licensed material became available in digital form, it would be reasonable to assume that lawful P2P file-sharing would become more prevalent.  

This is a better rule than Ginsberg's balancing test.  Breyer's reading of Sony does a better job of protecting the interests of users and creators of P2P software while avoiding the problems associated with implementing Ginsberg's balancing test.  Ginsberg's balancing test would lead to inconsistent rulings as different judges weighed the benefits and costs differently based on their subjective valuations.  Moreover, Breyer's understanding of the Sony rule better protects technologies that may have undeveloped future markets.  The nature of technology is that its innovation forces companies and individuals to reconsider the best, most efficient means of executing on their business plans.  Technologists should be encouraged to invent without the fear of being dragged into court for the mere creation and distribution of a tool that might initially be used primarily to infringe copyright.  Second, this rule is more effective because it recognizes the limitations judges have in answering technical questions about the commercial viability of different products or product features.  Breyer’s rule recognizes the important distinction that technology does not commit infringement, people do.  Rules of contributory infringement must protect the interests of technologists creating and innovating in order to find new solutions to problems.  The burden should be on copyright holders to develop appropriate means of protecting their rights.  As Breyer’s points out, if the movie and television industries are frustrated at the amount of their content being distributed over BitTorrent they are perfectly capable of creating new technologies like “digital watermarking” or “digital fingerprinting” that could be used to prevent the misuse of their content.  


Moreover, if they did develop these types of technologies, Breyer’s rule would protect them against tools that would decode their encryptions in order to remove their digital rights management technologies.  Not only is this type of obstruction covered in the Digital Rights Management Act, but it is similar to descramblers and other technologies that courts have held do not have “substantial” non-infringing uses.  
B. An Assessment of Google’s Potential Liability for Direct Copyright Infringement  

1. Google Book Search



i. Direct Copyright Infringement

As discussed in the Technical Background, Google Book Search has two key facets: the Print Publisher Program and the Print Library Program. The Print Publisher Program does not present any copyright issues because under this program Google obtains authorization from copyright holders to scan the text of copyrighted books into Google’s search engine. However, under the Print Library Project, Google has partnered with major libraries to scan books without the express permission of the original publishing companies.  The scanning of copyrighted books and creation of multiple digital copies (one for the libraries and one for Google’s search index) constitutes direct copyright infringement.  
There are three aspects of the project that could present copyright issues: 1) the digital copy Google scans for use in its search database, 2) the display of a portion of that scanned text to users in search results, and 3) the creation of a digital copy of the books for the libraries.  It is pretty clear that creating a digital copy of an unauthorized book for use in its search database is a copyright violation, unless a fair use exception applies.  Similarly, the display of a portion of that scanned text to users in search results constitutes a fair use exception unless the fair use exception applies.  The creation of a digital copy for use at the libraries is not as clear cut.  If the libraries, in purchasing the books for their library, purchased the rights to create digital copies for archival purposes then contracting out to have an organization like Google create these copies for them does not seem to be a copyright violation.  However, if the libraries do not have the right to make a digital copy from their hard copies, then this too constitutes a copyright violation.  However, it is more likely that this would be seen as a violation on the part of the libraries rather than Google.  Therefore, for the fair use analysis, this comment will look only at the first two examples of direct copyright infringement.  Therefore, the primary legal question is whether Google’s Print Library Project, and in particular the creation of unauthorized digital copies of copyrighted books for use in its search engine, constitutes a fair use of the copyrighted work and therefore escapes liability under the fair use exception outlined in Section 107 of the United States Copyright Act.  



ii. Fair Use Defense

In order for Google’s Print Library Project to escape liability under the fair use doctrine, an analysis of the elements of the fair use test must be made.  In particular, when deciding whether a fair use exception exists, the courts must take into account 1) the purpose and character of the use, including whether the use is of a commercial nature or is for nonprofit educational purposes, 2) the nature of the copyrighted work, 3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole, and 4) the effect of the use upon the potential market for or value of the copyrighted work.
Regarding the purpose and character of Google’s use, the court in Arriba asked whether the use was commercial in nature.  It found that since Arriba’s use of Kelly’s images was not “highly exploitive”, the commercial nature of the search engine only weighed slightly in favor of Kelly.  Regarding the display of sentences of surrounding text to end users in search results, Google is attempting to profit from providing these portions of copyrighted material.  First, Google will eventually use advertising on these pages.  Therefore, similar to Grokster in which the Supreme Court found that the P2P file-sharing companies had found a way to convert users copyright infringement into dollars, Google has found a way to profit off of the unauthorized digital reproduction of copyrighted work.  
Nevertheless, Google’s Book Search is a tool that will bring the existence of relevant books to the attention of potential users. Therefore, despite the purpose of its infringement being commercial in nature Google has a fairly strong public policy argument suggesting that its purpose is for the general public good and will not act to supplant the revenue streams of the copyright holders themselves.  Rather than being of the character or purpose that would directly compete with sales of the books themselves, Google Book Search acts to increase exposure to books and increase revenue for publishers.  This is similar to Arriba in which the court held that Arriba’s use of Kelly’s images promote the goals of the Copyright Act, and the fair use exception in particular, by benefiting the public by making information more readily available.  Moreover, it held that Arriba’s use of thumbnail versions of Kelly’s images did not supplant the need for the originals because there was not enough value that could be gleaned by the low quality thumbnails themselves.  Similarly, most users of Google Book Search will not use this tool as an alternative to buying the book itself.  The value they receive from getting a few sentences of material, in most cases, will not be enough to supplant book sales in the same way that low quality thumbnail pictures will not supplant the need for the originals.  Therefore, despite Google benefiting by a larger stream of advertising revenue through its use of these copyrighted works, this would be counterbalanced by the public policy benefits of having this content readily available to the general public and the fact that the model would be more likely to drive revenue for publishers rather than supplant their existing revenue streams.  Therefore, it is unlikely that the purpose and character of Google’s use, though commercial in nature, would weigh heavily against Google.  

Second, the nature of the copyrighted work must be considered.  Here, the court in Arriba said that one of the core aspects of this element of the fair use doctrine was to ensure the protection of works that are creative in nature rather than “more fact-based works.”  According to Jonathon Band, the “vast majority” of the works scanned under the Print Library Project will be non-fiction “fact-based works” rather than creative fictional works. Moreover, according to the court in Arriba, published works are more protected by the fair use doctrine because the “artist’s expression has already occurred.”  Therefore, given that the vast majority of the Print Library Project will be to scan published non-fiction books that are more fact-based than fiction, this element will only weigh slightly against Google.   
Third, the amount of the copyrighted work as a whole that is used must be considered.  In many cases, quotes are used from copyrighted text.  This constitutes fair use partially because the portion of the work that is used is not a substantial part of the whole.  In the case of Google, the two separate copyright considerations require slightly different analysis.  The full reproduction of copyrighted text and the storing of entire digital copies of these texts in their search databases seems to weigh heavily against Google.  However, the distribution of a few sentences of that text that match users search criteria seems to be of the same nature as quoting copyrighted work that is generally accepted as fair use.  In Arriba, a full copy of the copyrighted work is made available, albeit in lower quality.  The court held that “if the secondary user only copies as much as is necessary for his or her intended use” that this factor of the fair use doctrine would not weigh heavily against them.  It could be argued that in order to fulfill the purpose of providing instant, searchable access to all of the world’s books, Google can only achieve this with a full, digital copy of the text.  Searches restricted to portions of text would not be as reliable, accurate and relevant as full text-based searches.  Nevertheless, Google will have difficulty arguing that the full reproduction of copyrighted text in their search database is not a “substantial portion” of the copyrighted work “as a whole.”  Therefore, despite the public policy benefits, this factor is also likely to weigh against Google.  
Regarding the fourth factor, there are two interesting arguments.  Google can argue that, if anything, its program increases the potential markets for the copyrighted works.  The availability of full text-based search could increase demand for some books which could cause some users to buy books they otherwise would not have purchased.  While the display of a few sentences of text around the users search criteria probably would not be enough to reduce demand for purchasing the entire book, this becomes a slippery slope.  Google has incentive to provide as much of the copyrighted work as would be authorized under the law.  The publishers would be incented to allow Google to provide just the right amount of information to pique the user’s curiosity, make clear that the content is relevant to the users needs, and encourages the purchase of hard copies.  However, even if providing a few sentences of content through Google Book Search would not significantly displace sales of new books, it does impede a publisher’s ability to license new digital copies of its content to libraries or to search engine providers like Google.  For example, in scanning books from libraries Google is essentially paying for the rights to fully reproduce copyrighted works in its search technology with a digital copy the libraries can use for its archival purposes.  Therefore, Google’s method of payment is, in effect, an illegal reproduction of a copyrighted work.  
Moreover, Google has an adequate alternative.  Google could pay publishers for the right to provide this search feature on their website.  Moreover, if Google were not creating these types of contracts with libraries, these publishers would have the ability to sell digital copies of their content to libraries for archival purposes themselves.  Therefore, by pursuing the unauthorized reproduction of copyrighted work and giving a copy of those works to the libraries providing access to books, Google cuts off two possible modes of revenue to the copyright holders themselves.  Therefore, even if Google’s technology drives new revenue by making books more accessible online, it is not clear that this increase in revenue will outweigh the loss in potential revenue to publishers who would otherwise be able to charge libraries for digital copies and license the content to search providers for inclusion into tools like Google Book Search.  
If copyright is to mean anything, companies like Google cannot be authorized to make digital copies of entire works that they have not purchased for commercial gain.  Therefore, given that all four of the fair use factors seem to weigh against Google, it is unlikely that Google Book Search will be protected from liability under copyright law under a “fair use” exception.  Rather than circumventing the publishers by going directly to libraries for access to copyrighted materials, Google should negotiate with publishers to license access to their works for inclusion in its Google Book Search feature.    

CONCLUSION
Given the current state of copyright law in the United States, BitTorrent should escape secondary liability for copyright violations of its users based on an inducement theory.  As a new P2P file-sharing technology, its decentralized architecture and its original intentions to serve a valid, lawful market of providing access to digital recordings of concerts, there does not appear to be the “affirmative steps” required to induce its users to commit infringement.  However, under a theory of contributory copyright infringement, the legal conclusions are a bit murkier.  BitTorrent’s liability is likely to hinge on whether the court adopts the type of balancing test promoted by Ginsberg’s concurrence in Grokster or whether the Court adopts the more technology friendly solution in Breyer’s concurrence arguing that liability should only exist if the product is not capable of substantial non-infringing uses.  Under Breyer’s rule, BitTorrent would likely be free from liability whereas under Ginsberg’s rule BitTorrent probably would be liable for the infringing acts of its users.  

Google Book Search, on the other hand, probably does not constitute a fair use of copyrighted material.  By circumventing the copyright holders and scanning content directly from libraries it is making full, digital reproductions of copyrighted works and profiting from those digital reproductions.  Furthermore, it is cutting off two potential revenue streams to publishers including the ability to license access to these digital copies to search engines like Google as well as cutting off the market for selling digital copies of their content to libraries for archival and search purposes.  An analysis of the factors for consideration in a fair use analysis all weigh in favor of the copyright holders, suggesting that the fair use exception does not apply and that Google is liable.  
Both of these cases represent the failing of copyright law in the digital age.  The fact that a technology company like BitTorrent cannot say for certain whether it would be liable under theories of secondary liability for the copyright violations of its users represents a failure of the judicial system to present clear rules with predictable results.  Moreover, publishers’ ability to hold up the process of making books available on the Internet works against the interests of consumers and the general marketplace and represents the inflexibility of copyright law to adapt to the changing requirements of the Information Economy.  
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